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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in JP 2005-007557 on 1/14/2005. It is noted, however, that applicant 
has not filed a certified copy of the Japanese application as required by 35 

U.S.C. 119(b). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 1 and 3 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Okamoto etal. (JP 2005008817). 

Okamoto et al. disclose a polybutadiene composition comprises (A) 10-70 pts.wt. 
of polybutadiene that includes (a) 1-9 wt. % of insoluble fraction in boiling n-hexane that 
melts at > 180°C and (b) 99-91 wt.% of boiled n-hexane-soluble fraction that has 
Mooney viscosity (ML) of 35-50 and (B) 90-30 pts.wt. of diene rubber other than (A) and 
includes (C) 20-80 pts.wt. of rubber-reinforcing agent based on 100 pts.wt. of the rubber 
components of (A)+(B) wherein a crossl inking agent can be used (claim 1 , [0033]). 
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The limitations of claim 3 can be found in Okamoto et al. at claim 3, where it 
discloses the cis content of 95% or higher and Mooney viscosity of 35-50. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2 is rejected under 35 U.S.C. 103(a) as obvious over Okamoto et al. (JP 
200500881 7) in view of Fuiisawa et al. (US 2003/01 25450). 

The disclosure of Okamoto et al. is adequately set forth in paragraph 3 and is 
incorporated herein by reference. 

However, Okamoto et al. are silent on the use of specific polybutadiene. 

Fuiisawa et al. disclose a rubber composition for golf ball comprising a base 
rubber, a co-crosslinking agent, an organic peroxide and an inorganic filler, wherein the 
base rubber comprises a polybutadiene (a) containing a cis-1,4 bond of not less than 
80%, having a Mooney viscosity of not less than 30 to less than 50 ML 1+4 (100°C) and 
a ratio (Mw/Mn) of weight average molecular weight (Mw) to number average molecular 
weight (Mn) of 3.0 to 6.0, wherein the base rubber is a polybutadiene mixture consisting 
of the polybutadiene (a) a polybutadiene (c) having a ratio (Mw/Mn) of 3.6 to 8.0 to 
provide rubber composition for obtaining golf ball having excellent rebound 
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characteristics and excellent durability, and showing good workability when producing 
(claims 1 and 3, [0001]). The polybutadiene has similar molecular weight distribution, 
thus it possesses the claimed reduction viscosity. In light of such benefit, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
make the composition with this polybutadiene with the expected success. 

6. Claims 4 is rejected under 35 U.S.C. 103(a) as obvious over Okamoto et al. (JP 
200500881 7) in view of Fuiisawa et al. (US 2003/01 25450). 

The disclosure of Okamoto et al. is adequately set forth in paragraph 3 and is 
incorporated herein by reference. 

However, Okamoto et al. are silent on the use of specific diene-based rubber. 

Fuiisawa et al. disclose a rubber composition for golf ball comprising a base 
rubber, a co-crosslinking agent, an organic peroxide and an inorganic filler, wherein the 
base rubber comprises a polybutadiene (a) containing a cis-1,4 bond of not less than 
80%, having a Mooney viscosity of not less than 30 to less than 50 ML 1+4 (100°C) and 
a ratio (Mw/Mn) of weight average molecular weight (Mw) to number average molecular 
weight (Mn) of 3.0 to 6.0, wherein the base rubber is a polybutadiene mixture consisting 
of the polybutadiene (a) a polybutadiene (c) having a ratio (Mw/Mn) of 3.6 to 8.0 to 
provide rubber composition for obtaining golf ball having excellent rebound 
characteristics and excellent durability, and showing good workability when producing 
(claims 1 and 3, [0001 ]). In light of such benefit, it would have been obvious to one of 
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ordinary skill in the art at the time the invention was made to make the composition with 
this polybutadiene with the expected success. 

7. Claims 5 is rejected under 35 U.S.C. 103(a) as obvious over Okamoto et al. (JP 
2005008817) in view of Fuiisawa et al. (US 2003/0125450). 

The disclosure of Okamoto et al. is adequately set forth in paragraph 3 and is 
incorporated herein by reference. 

However, Okamoto et al. are silent on the use for golf ball. 

Fujisawa et al. disclose a rubber composition for golf ball comprising a base 
rubber, a co-crosslinking agent, an organic peroxide and an inorganic filler, wherein the 
base rubber comprises a polybutadiene (a) containing a cis-1,4 bond of not less than 
80%, having a Mooney viscosity of not less than 30 to less than 50 ML 1+4 (100°C) and 
a ratio (Mw/Mn) of weight average molecular weight (Mw) to number average molecular 
weight (Mn) of 3.0 to 6.0, wherein the base rubber is a polybutadiene mixture consisting 
of the polybutadiene (a) a polybutadiene (c) having a ratio (Mw/Mn) of 3.6 to 8.0 to 
provide rubber composition for obtaining golf ball having excellent rebound 
characteristics and excellent durability, and showing good workability when producing 
(claims 1 and 3, [0001]). In light of such benefit, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to make the composition for 
golf ball with the expected success. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUI CHIN whose telephone number is (571)270-7350. 
The examiner can normally be reached on Monday to Friday; 8:00am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ling-Siu Choi/ 

Primary Examiner, Art Unit 1796 
/HC/ 



